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118 5 Avenue of the Americas 
New York, New York 10 03 6 
September 9, 2 002 

Assistant Ccmmissioner for Patents 
Washington, D . C. 20231 

Sir : 



COMMUNICATION IN RESPONSE TO JULY 9, 2 002 RESTRICTION 
REQUIREMENT AND PETITION FOR ONE-MONTH EXTENSION OF TIME 

This Communication is submitted in response to the July 9, 2002 
Office Action issued by the United States Patent and Trademark 
Office in connection with the above - identi fied application. A 
response to the July 9, 2002 Office Action was originally due 
August 9, 2002. Applicants hereby petition for a one-month 
extension of time. The required fee foi" a one-month extension of 
time for a small entity is FIFTY FIVE DOLLARS ($55.00) and a check 
for this amount is enclosed . A response to the July 9 , 2 0 02 Office 
Action is now due September 9 , 2 002 . Accordingly, this 
Communication is being timely filed. 



In the Office Action, the Examiner r^estricted pending claims 1-12 
to one of the following allegedly distinct inventions under 35 
U.S.C. §121 : 



I. Claims 1-4, allegedly drawn tC' a method of cc^nverting a 
stem cell into a ventral neuron, classified in class 435, 
subclass 455; and 
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:i. Clain^.s r-12, allegedly drawn to a methcd of diagnosing a 
motcr n-t.urDn degenerative disease, classified in class 
4 3 5, suLclass 4 . 

The Examiner stated that inventions I and 11 are allegedly 
patentably distinct, one from the other, because the inventions are 
drawn to materially different methods that require different 
starting materials, different modes of operation, and produce 
different effects. The Examiner stated that the method of the 
invention of Group I requires as starting materials a stem cell and 
an Nkx6.1-encoaing nucleic acid. The Examiner stated that the 
method of the invention of Group II requires as starting materials 
a nucleic acid sample from a subject and materials for sequencing 
a nucleic acid molecule. The Examiner stated that the method of the 
invention of Group I results in producing a ventral neuron, whereas 
the method of the invention of Group II results in a diagnosis of 
a subject. Thus, the Examiner stated that the method of the 
invention of Group I is patentably distinct from the method of the 
invention of Grcup II. 

The Examiner stated that because these inventions are distinct for 
the reasons given above and have acquired a separate status in the 
art as shown by their different classification and recognized 
divergent subject matter and because the searches required for the 
separate inventions are not coextensive, restriction for 
examination purposes as indicated is proper. 

In response to this restriction requirement, applicants' 
undersigned attorney, on behalf of applicants, hereby elects, with 
traverse, to prosecute the invention of Examiner's Group I, i.e. 
claims 1-4, allegedly drawn to a method of converting a stem cell 
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into a ventral n-=uron . 

V . „ ^ - ^121 states, m part, that "[ilf two 
Applicants note tha. , are claimed in one 

- ^-^..e t.e application to .e 

^^"'^^^ He o the inventions." [E.phasis added]. Applicants 

^^^'^^^^^1 ; Ltn^tion of Exa.iner.s Groups I-H fro. each 

request that th. restri ^^^.^^ 

- withdrawn ^m v.ew ^ ^ ^^^^^^^^^^^ ,,,, ,,,er. 
:::::::: .n;"::^ ;hat thJda^s o. ^.a^mer. croups l-.l ao 
not define patentably distinot inventions. 

. t-" r-<-an- "^hf:^re is no disclosed 

^/rr. T7P f^RO-'l, "independent mean^. 

""^""''•'■^ • .ubn.cts disclosed, that is, they are 

relationship between the -ubi c ^^^.^^ 

4-^^ desiqn, operation, and etrecu. 

unconnected m aosigi , v „ , method of converting a 

,,r^ T allegedly drawn to a meciu^ 
Examiner's Group I, aliegeu y .^^^A to the claims of 

ce.. .... :r:::: .e.a.e. 

, ^ . Th^ claims of Examiner's Group I relate 
£a=to. NKX... J';;;;":!! into a venial neu.on u.ing the nucle.c 
of converting a stem cei ^^^^ 

- -^^^'^'-^tXri'a .ia^noem, a .otot neu.on 
Examiner's ^^roup H rebate ^^^^ homeodoraam 
degenerative disease using the "-^^^ 3, _ of Examiner ' s 
transcription factor NKx6 . 1 . Therefore, th. ..a.,„. 

Groups I- II are related. 

t that two more 
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Additionally, applicants point cut that under M.F.E.F. §803, the 
Examiner must examine the application cn the merits, even though it 
includes claims to^ distinct inventions, if the search and 
examination of an application c-an be maae without serious burden. 
There are two criteria for a proper requirement for restriction, 
namely (1) the invention must ke independent and distinct; AND (2) 
there must be a serious burden on the Examiner if restriction is 
not required. 

Applicants maintain that there would not oe a serious burden on the 
Examiner if restriction were not required. A search of prior art 
with regard to Group I, allegedly drawn to a method of converting 
a stem cell into a ventral neuron using the nucleic acid of 
homeodomain transcription factor Nkx. . 1 will reveal whether any 
prior art exists as to a method of diagnosing a motor neuron 
degenerative disease using the nucleic acid of homeodomain 
transcription factor Nkxb . 1 , since any such methods will include a 
method using the nucleic acid of homeodomain transcription factor 
NkxG.l. Since there is no burden on the Examiner to examine Groups 
I -II in the subject application, the Examiner must examine the 
entire application on the m.erits. 

Applicants maintain that claims 1-12 define a single inventive 
concept. Accordingly, applicants respectfully request that the 
Examiner reconsider and withdraw the restriction requirement and 
examine claims 1-12 on the merits. 

If a telephone interview would be of assistance in advancing 
prosecution of the subject application, applicants' undersigned 
attorney invites the Examiner to telephone him at the number 

provided bel-i-w. 
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, for a Dne-month extension 

- ;::nnec;;;n w.t. the flUng of this 

of tirr.e IS deemea .....ss....^^^-^^^^^ fee is required, 

communication. ---owe^/ei , ^^^"V^^'^-.e the amount of any such fee 

authorization is nereby given to .naige 
to Deposit Account No. 03-3125. 

Respectfully submitted, 



I hereby certify that this "^^^^P""'^^"^ 
s being deposited this date with the U.S 
"osfa service with sufficient Postage - 
first class mail in ^n. f 
to: Assistant Commissioner for Patents, 
Washington, D.C. 20231. 

/ohn P. White ^ 
Reg. No. 28.678 




John P. White 
Regis^t^X^ation Nc- . 2 8, b7 8 
Attorney for Applicant (s) 
Cooper & Dunham, LLP 
1.85 Avenue of the Americas 
New York, New York 10 03 6 
(212) 278-0400 



